REMARKS 

The above amendments to the claims have been made both to comply with the Examiner's 
§§ 101 and 112 rejections and to improve wording syntax. The amendments have not been 
made to distinguish the claims over the cited references. 

Claims Rejected Under 35 USC S101 

Claim 1 - Applicant has amended this claim to obviate the rejection on grounds that it 
embraces two different statutory classes. First, "wrap" has been deleted from the first clause 
of the claim and now appears in the preamble to remove any implication that the clause 
embraces a "machine or manufacture." Next, the phrase "providing a control system ..." has 
been replaced by " inputting a first input of information into a control system .." 

Words such as inputting which have the "...ing" ending are known as gerunds. Gerunds are 
called a verb's "action noun" because they serve as nouns in a sentence, (internet's 
Wikipedia). Such action nouns are the very essence of method steps because they denote 
some type of action that is being taken. 

Other such gerunds now in amended claim 1 comprise: 

• " inputting into the control system a second input." The basis for "inputting" as a 
gerund is found in Applicant's specification, pg 4, line 7 of 1st full ; pg. 5, line 3 of 2nd f 
and line 3 of 3d % 

• " applying an identification code to the wrap." The basis for this gerund is found in 
the specification, pg. 3, line 8 of 1st full f 

• " employing the control system to access." The basis for this gerund is that the . j> 
specification makes it abundantly obvious that the control system is being employed in 
the manner described. 

• " displaying the first and second data." The basis for this gerund is found in the 
specification, pg. 5, line 7 of 3d full % 

Similar usage of gerunds denoting action in method claims are found in the cited Rogan 
patent claim 1: 
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• "providing" 

• "establishing" 

• "storing" 

• "saving" 

• "employing" 

• "permitting" 

Claims Rejected Under 35 USC §112 

Claims 1 & 2 - For claim 1 the limitation "information comprising the code" has been clarified 
in the amendment by adding "identification" as an adjective before "code." Likewise, for 
claim 2 "storing the code" has been amended by providing the same adjective before 
"code." These amendments are believed to obviate the rejection. 

I 

Claim 5 - For this claim the "additional information" term (both occurances) has been 
deleted; the claim now refers to an "other input comprising third data." Thus the claim now 
appears acceptable under f 112. 

Claims 6-8. The "pre-established rule" wording has been deleted for all three claims. Claim 
6 now recites that the data is sorted in "a ranking," with the step of employing the control 
system to display the ranking on the website. In the specification, Applicant as his own 
lexicographer, defined "ranking" at pg. 6, last two sentences of 1st full % as either number 
of times the wrap has been transferred, or the total distance the wrap has traveled, or the 
top number of reusers of the wraps. Thus it is submitted that the word ranking in claim 6 
has sound support in the disclosure. Claims 7 and 8, which both depend from claim 6, each 
further define the types of ranking. 

Claims Rejected Under 35 USC 8 103 

Claims 1-2 and 4-8 were rejected as unpatentable over Rogan in view of Clarke-Boiling. 

For the following reasons it is respectfully submitted that these claims are not unpatentable 

based on the proposed combination of the two references. 
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CLAIM 1 

First, Rogan does not provide a method involving the transfer of gifts, and Applicant can 
find no mention of "gift" anywhere in the patent 1 . Instead, Rogan provides only for a 
method to promote the sale of consumer products. This promotion is done by encouraging 
purchases of a product to win prizes by playing internet games. A purchaser uses an 
identification number appearing on the product container to begin playing the game.. A 
player who wins a game is given a prize, thus encouraging further purchases, more game 
playing, and eventual brand loyalty. 

Rogan thus does not disclose or suggest the transfer of products or gifts from the initial 
purchaser (of a wrap) to another person. 2 The patent describes only the initial purchaser 
of the product being entitled to play another game after a win in one game. Thus Rogan 
does not teach Applicant's method of receiving data on a chain of gift transferees, nor of any 
tracking of the transfers, nor of providing transfer data to the transferees (or others) via an 
internet website. Rogan only describes a single customer playing games on the internet, not 
that of transferees using the internet to keep track of prior and /or subsequent transfers. 

Indeed, Rogan's method specifically prohibits and prevents more than one play of each 
game (which would nullify Rogan's objective of selling more games). Thus f [0009] of the 
reference explains that the method permits access to the Internet game upon presentation of 
the package I.D. only if the I.D has not been presented. Continuing, Rogan explains that the 
method "... denies jicqess fq the Internet gjimq ...upoi^ prqsqntatipi^ pf a package 
identification number having the predetermined (number) over the Internet if the packag e 
identification number has been presented, (emphasis added) 



1 Nothing is found in the Rogan disclosure which supports the assertion in 1f1 1 , pg 4 of the 
Office Action as to the step of "receiving a second input of information into the control system 
from a second user to which a gift has been sent." 

2 In the first step 26 of Applicant's method the originator, which could be the wrap 
manufacturer, mail order business, dealer or retail shop, provides only a wrap without any gift 
at the time the wrap is sold or otherwise transferred by the originator to a customer (i. e. the 
first user). That first customer/user is the one that puts a first gift into the wrap for transfer 
to a second user, as shown in the drawings by steps 34 and 36. 
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Thus Rogan teaches directly away from Applicant's invention in which a chain of transfers 
from one user to others is essential. The United States Supreme Court has ruled that such 
prior art which leads away from an invention is not persuasive. United States v. Adams. 383 
US 39, 148 USPQ 479, 15 L.ed 2d 52 (1966). And so here the use of Rogan as a reference is not 
persuasive. 

The Examiner acknowledges that Rogan fails to disclose providing users with wraps for gifts. 
The Office Action then suggests that Clarke-Bowling discloses a reusable gift wrapping 
material, and that it would have been obvious to use the Clarke-Bowling teaching in the 
Rogan device. 

Applicant respectfully submits for the following reasons that even if one were to combine 
Rogan with Clarke-Bowling then the methods of claims 1-2 and 4-8 would still not be met: 

Claim 1 clause : "inputting into a control system a first input of information received from 
the first user who has transferred the wrap containing one gift to a second user../' 
Remarks In Rogan their is no transfer of a package containing the product to a second user. 
Clarke-Bowling merely discloses a particular type of wrap, and says nothing about transfer 
of a product to a second user nor of input of any information. Thus Clarke-Bowling does 
not supply the deficiencies of Rogan. 

Claim 1 clause : "the first input of information comprising the identification code together 
with first data provided by the first user ..." 

Remarks : Rogan discloses that the user inputs only the LD. number; nothing is disclosed on 
entering "data" provided by the user 3 . Clarke-Bowling also does not supply this 
deficiency of Rogan 

Claim 1 clause : "inputting into the control system a second input of information from the 
second user ..." 

Remarks : As explained above, Rogan's method not only does not disclose any input from a 

3 

Applicant's specification at pg. 3, last % defines "data" as including the user's name, the gifting 
occasion and date, gift giver's location, personal profiles of the giver and recipient, etc. 
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second user but specifically prohibits the same. Again, Clarke-Bowling also does not supply 
this deficiency of Rogan 

Claim 1 clause : "the second input of information comprising the identification code together 
with second data provided by the second user ..." 

Remarks : Since Rogan' s method prohibits a second user entering the system, there is no 
entry of such a user's data. Clarke-Bowling does not supply this deficiency. 

Claim 1 clause : "employing the control system to access the first and second inputs of 
information ..." 

Remarks : Since Rogan's method does not disclose the inputting of either first or second data 
(as explained above), Rogan's method has no step employing his Web browser program to 
access such inputs. Clarke-Bowling does not supply this deficiency. 

Clqim I clause: "displaying the first and second data on a website." 

Remarks: Again, as Rogan's method does not disclose the inputting of either first or second 
data, Rogan's method has no step for displaying such data. Clarke-Bowling does not supply 
this deficiency. 

CLAIMS 2 & 4-8 

Each of claims 2 & 4-8 ultimately depend from claim 1, and thus have the same "Claim 
clause" limitations discussed immediately above. 

With regard to claim 4 the Office Action asserts that Rogan discloses (referring to Figs. 3-4) 
receiving data which comprises inter alia name associated with "the second user." 
However, perusal of Figs. 3-4 and Rogan's written description fails to reveal any such 
disclosure. Further, regarding claims 5-8 the Office Action says that Rogan discloses data 
input from "additional users," but no such disclosure in revealed in [0009] or [0042] of the 
Rogan patent. 

Thus, for the same reasons presented in the above "Remarks" paragraphs, these dependent 
claims are not unpatentable in view of the proposed Rogan/ Clarke-Bowling combination. 
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CLAIM 3 

This claim was rejected as unpatentable in view of Rogan in view of Clarke-Bowling and 
further in view of Rudolph. The Office Action argues that Rudolph discloses a method 
providing a tracking subsystem which can be enabled to access a database 

Rudolph discloses a materials tracking and control system using an RFID (Radio Frequency 
IDentification) tag attached to a product for which it is desired to track. This reference is 
concerned only with determining the location of the product during its shipment from the 
originator to the receiver. Rudolph discloses only receiving inputs of data from the product 
on its way to the initial receiver; there is no disclosure of receiving such inputs from 
subsequent people /companies to whom the product may be transferred by the initial 
receiver. Thus the Rudolph method does not create any tracking history of a chain of users 
starting with a first recipient (of a wrap) to a second recipient, nor does he suggest the step 
of employing a tracking subsystem in which "data" (as defined by Applicant - see above 
Remarks) from first and second users is input into a control system for eventual display on a 
website as a track history to which multiple users have access for viewing. 

Claim 3 depends from claims 1 & 2, therefore incorporates the above "Claim clause" 
limitations. Rudolph does not supply the deficiencies of the Rogan and Clarke-Bowling 
references which are discussed above. For the same reasons presented in the above 
"Remarks" paragraphs, this dependent claim is not unpatentable in view of the proposed 
Rogan / Clarke-Bowling / Rudolph combination. 

CLAIM 9 

This claim was rejected as unpatentable over Rogan in view of Clarke-Bowling and further in 
view of Dutta. That reference discloses, as the Office Action acknowledges, a GPS item 
locator that determines an item's location as it is shipped. 

Dutta discloses only receiving inputs of data from the product on its way from the originator 
to the initial receiver; there is no disclosure of receiving such inputs from subsequent 
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people /companies to whom the product may be transferred by the initial receiver. Thus the 
Dutta method does not create any tracking history of a chain of users starting with a first 
recipient (of a wrap) to a second recipient, nor does he suggest the step of employing a 
tracking subsystem in which "data" (as defined by Applicant - see above Remarks) from first 
and second users is input into a control system for eventual display on a website as a track 
history to which multiple users have access for viewing. * 

Claim 9 depends from claim 1 and therefore incorporates the above "Claim clause" 
limitations. Dutta does not supply the deficiencies of the Rogan and Clarke-Bowling 
references which are discussed above. For the same reasons presented in the above 
"Remarks" paragraphs, this dependent claim is not unpatentable in view of the proposed 
Rogan / Clarke-Bowling / Dutta combination. 

Conclusion 

According, in view of the foregoing it is submitted that the claims tinder consideration as 
now amended are fully allowable, and such action is solicited. Should the Examiner have any 
questions, a telephone call to Applicant's undersigned attorney at 561-333-6591 is invited. 

Respectfully submitted, 

Date: Tue, Jan 1, 2008 )& I 

Richard E. Backus, Reg. 22,701 
Law Offices of Richard E. Backus 
2792 Pillsbury Way 
Wellington, FL 33414 
Tel: 561-333-6591 
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